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DETAILED ACTION 

Response to Amendment 

Applicant amended claims 1-3 and 5-18 in the response filed October 21 , 2008 in 
reply to the office action dated July 22, 2008. Claims 1-18 are pending. 

Priority 

Acknowledgment is made of applicant's claim for foreign priority based on 
application H8-1 63679 filed in Japan on June 5, 1996. It is noted, however, that 
applicant has not filed a certified copy in this United States application of the Japanese 
application as required by 35 U.S.C. 119(b). 

Claim Rejections - 35 USC §112 

The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

Claims 1-4 and 10-18 are rejected under 35 U.S.C. 112, first paragraph, as 
failing to comply with the written description requirement. The claim(s) contains subject 
matter which was not described in the specification in such a way as to reasonably 
convey to one skilled in the relevant art that the inventor(s), at the time the application 
was filed, had possession of the claimed invention. The above claims recite the 
amended limitation, "party of said private network being outside of said payment 
system". Applicant noted figure 1 and paragraphs 66, 93-94, and 97 in the remarks 
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dated October 21 , 2008 as providing support for this amendment; however the 
Examiner cannot find any support in the above sections or any part of the applicant's 
disclosure conveying the meaning of the above limitation. For purposes of examination, 
the Internet and the private network will be considered separately as disclosed by 
applicant's figure 1. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351 (a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

Claims 1-18 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Rose (US 5,757,917). 

Referring to claim 1 . Rose discloses a terminal having a browser for 
communicating a host server using the Internet, said terminal communicating with a 
payment system through a private network comprising: 

• A message viewer for communicating with said private network without using the 

Internet, part of said private network being outside said payment system (Rose: 

abstract & column 3, lines 51 -67 and column 1 1 , line 64 - column 1 2, line 29. 

The examiner notes that columns 8 and 12 of Rose discloses a message system 
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that is part of the private network and on a "below the line" or private network); 
and 

• A communication means by which said browser communicates with said 
(Internet?) and said message viewer communicates with said private network 
using different logical links (Rose abstract, figure 2, and column 3, line 51 - 
column 4, line 15), wherein; 

• Said browser includes means for ordering goods from said host server connected 
to the Internet, means for receiving a bill for said goods from the Internet, and 
means for transmitting said bill to said message viewer (Rose: figures 5 and 6a- 
6f), and wherein 

• Said message viewer includes means for paying said bill by communicating with 
said payment system through said private network without using the Internet 
(Rose: abstract and figure 8 disclosing payment through a private network). 
Referring to claim 2. Rose further discloses an apparatus, wherein said 

message viewer includes: 

• Means for receiving information indicative of payment completion from said 
private network (Rose: abstract); and 

• Means for transmitting said information indicative of payment completion to said 
browser (Rose: figure 5), and 

• Said browser includes means for notifying said host computer of said payment 
completion through the Internet (Rose: figure 5). 
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Referring to claim 3. Rose further discloses an apparatus as discussed above in 
the rejection to claim 1 and further discloses an apparatus wherein: 

• Said message viewer includes means for ordering goods through said private 
network, means for receiving a bill for said goods from said private network, 
payment means for paying said bill by communicating with said payment system 
through said private network, without using the Internet, and means for 
transmitting information that said order and said payment have been completed 
to said browser (Rose: column 9, line 65 - column 10, line 13); and wherein 

• Said browser (notifies?) the Internet of said completion of said order and said 
payment (Rose: figure 6f). 

Referring to claim 4. Rose further discloses an apparatus wherein payment 
means of said message viewer transmits a credit card number and an expiration date of 
a user of said terminal to said private network (Rose: figure 1 ). 

Referring to claim 5. Rose further discloses an information provider having a 
gateway through which a terminal accesses a host computer using the Internet, and a 
connection manager which manages a communication through said gateway, said 
information provider comprising: 

• A message manager which communicates with said terminal independently from 
said gateway, wherein: 

o Said gateway includes means for transmitting said goods order input from 
said terminal to said host computer connected to said web; and means for 
transmitting a price information of said goods from said host computer 
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through the Internet to said terminal (Rose: column 7, lines 48 -67). The 
examiner notes that a gateway is a device for connecting networks using 
different communications protocols so that information can be passed 
from one to the other. Rose discloses using an interactive protocol to 
contact the seller's address to transmit price information, 
o Said message manager enables payments through said private line, and 
said message manager includes means for receiving said price 
information from said terminal, and request means for requesting said 
payment system to pay an amount indicated by said price information 
through said private line without using the Internet (Rose: column 9, line 
65 -column 10, line 13). 
Referring to claims 6-9. Claims 6-9 are rejected under the same rationale set 
forth above. 

Referring to claim 10. Rose further discloses a system for paying for goods 
ordered through the Internet by a user of a terminal accessing a host computer using 
the Internet, said system communicating with the terminal through a private line 
comprising: 

• A user database for storing a credit card number and an expiration date of a 
credit card owned by said user (Rose: figure 1 ); 

• An interface for connecting to a closed network which executes a payment by a 
credit card (Rose: figure 1); 



Application/Control Number: 10/796,826 Page 7 

Art Unit: 3625 

• Means for communicating with said terminal using a private network without 
using the Internet, which is logically independent from a communication 
established between the Internet and said terminal, part of said private network 
being outside said system (Rose: column 3, line 51 - column 4, line 15 and 
column 1 1 , line 64 - column 12, line 29); The examiner notes that columns 8 
and 12 of Rose discloses a message system that is part of the private network 
and on a "below the line" or private network 

• Means for receiving information indicative of a paying request an amount of 
payment and a store dealing in said goods from said terminal through said 
private network, without using the Internet (Rose: column 3, lines 39 - 50); 

• Means for reading said credit card number and said expiration date from said 
user database (Rose: figure 1 ); 

• Means for transmitting said information indicative of said amount of payment and 
said store dealing in said goods, together with said credit card number and said 
expiration date to said private network, without using the Internet (Rose: figure 
5); and 

• Means for receiving information indicative of whether said credit card has been 
verified (Rose: column 6, lines 15-37). 

Referring to claim 1 1 . Claim 1 1 is rejected under the same rationale set forth in 
the rejection to claim 10. 

Referring to claim 12. Rose further discloses a system comprising: 
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• A store database for storing a name of a store, which deals in goods, in 
association with said connection address of said host computer of said store 
(Rose: figure 9 and claim 13); 

• Means for reading out said connection address of said host computer, which is 
identified by said store name, from said database (Rose: column 7, lines 48-67); 

• Means for connecting to said host computer using said connection address 
through said private line (Rose: column 4, lines 1-15); and 

• Means for notifying said host computer of said information indicative of whether 
said credit card has been verified through said private line (Rose: column 6, lines 
15-37). 

Referring to claims 13-18. Medium and apparatus claims 13-18 are rejected 
under the same rationale set forth above in the rejection of claims 1 -5 containing similar 
limitations. 
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Response to Arguments 

Applicant's arguments filed October 21 , 2008 have been fully considered but they 
are not persuasive. 

The examiner disagrees with applicant's contention that Rose does not disclose 
communication between the buyer terminal and payment system through a private 
network without using the Internet. The examiner disagrees and notes figures 1 and 8 
and column 6, lines 15-37 disclosing a user communicating through a "below the line 
system" (i.e. private) with financial institutions 115 and 1 17 regarding payment. This 
communication does not take place between the "above" and "below" (public and 
private) portions of the system and as such meets the required claim language of 
"through said private network". Applicant further argues that the seller's agent 115 
cannot be the terminal in claim 1 . The examiner agrees on this point, however, 
disagrees that figure 8 of Rose does not disclose a terminal comprising a message 
viewer with means for paying a bill. Reference is made to column 10, line 50 - column 
1 1 , line 7 disclosing communication with the user's system (i.e. terminal) communicating 
with financial institutions 1 1 5 and 1 1 7 to authorize payment (for a bill) via messages. 
The rejection of independent claims 1 , 3, 5, 7, 1 0, 1 1 , 1 3, and 1 5 as well their respective 
dependent claims is maintained under this rationale. 
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Conclusion 

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to JASON B. DUNHAM whose telephone number is 
(571)272-8109. The examiner can normally be reached on M-F, 8-5. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jeff Smith can be reached on 571-272-6763. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Jeffrey A. Smith/ 

Supervisory Patent Examiner, Art 

Unit 3625 

JBD 

1/8/09 



